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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 09 October 2003 and 25 February 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) IEI Claim(s) 5-10,12 and 14 is/are allowed. 

6) [X] Claim(s) 1-4, 11, 13, 15 and 16 is/are rejected. 

7) D Claim(s) m is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10)^1 The drawing(s) filed on 09 October 2003 is/are: a)D accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)[>3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)~(d) or (f). 
aM AH b)D Some * c)D None of: 

1 .£3 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 25 February 2004 . 6) □ Other: . 
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DETAILED ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. § 1 19(a)-(d), 
which papers have been placed of record in the file. 



Information Disclosure Statement 

2. Receipt is acknowledged of the information disclosure statement (IDS) filed 
February 25, 2004. As the submission is in compliance with the provisions of 37 CFR § 
1.97, the IDS has been considered, in accordance with the enclosed PTO-1449. 



Drawings 

3. The drawing is objected to, for the following reasons: 

a. "[w]here only a single view is used in an application to illustrate the 
claimed invention, it must not be numbered and the abbreviation 'FIG.' must not 
appear" (see 37 CFR § 1.84(u)(1)); 

b. reference characters 16 and 34 have both been used to designate the 
scrubber (note p. 5, line 27, and p. 6, line 17) (see 37 CFR § 1.84(p)(4)); 

c. reference characters 28 and 30 have both been used to designate the 
treated coke (activated carbon) (note p. 6, lines 5-6, 11-12 and 17-18) (see again 
37CFR§1.84(p)(4)); 

d. "+C" should evidently be deleted from fuel box 18; 
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e. reference character 20 should evidently be moved to the line now labeled 
as 22; 

f. "excess" is recited twice in the box now labeled as 22; 

g. reference character 22 should evidently be moved to the line between 
boiler 12 and reactor 14 (i.e., that identified as temperature "760°C"); 

h. the line beneath that identified as temperature "760°C" should evidently 
be connected to fuel box 18 and labeled as 24 (so it appears that reference 
character 24 should be deleted from its current location); and 

i. the values in the heat recovery box corresponding to reactor 14 do not 
match those recited in the specification at page 6, lines 6-7 (note related 
objection to the specification in paragraph 7. below). 

4. Corrected drawing sheet(s) in compliance with 37 CFR § 1.121(d), with 
amendment to the specification as/if necessary, is/are required in reply to the 
Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of 
an amended drawing should not be labeled as "amended". If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
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must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR § 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. Any objection to the drawings will not be held in abeyance. 

Minor Informalities 

5. The disclosure is objected to, because of the following minor informalities: 

a. At page 3, the last two lines appear to be duplicates of those immediately 
prior. 

b. In claims 10 and 12, it is suggested that "selected" be deleted, since 
Markush group-style language (i.e., "selected from") is typically not used for 
temperature ranges (see MPEP § 2173.05(h) I.). 

c. In claim 13, at line 2, "fuels" should be "fuel". 

d. In claim 15, "the group consisting of should be inserted after "selected 
from" for proper Markush group language (see again MPEP § 2173.05(h) I.). 

Appropriate correction is required. 

Specification 

6. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR § 1.75(d)(1) and MPEP § 608.01(c). Clear 
antecedent basis for the following claim limitations has not been found: 
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a. that "said first combustion gaseous stream is cooled to said effective 
temperature", as recited in claim 9; 

b. the temperature range recited in claim 10; and 

c. the specific sulfur content % w/w limits recited in each of claims 13, 14 
and 15. 

Clarification and/or appropriate correction is required. 

7. The specification is also objected to, because of the question marks ("??") at 
page 6, line 7. Appropriate correction is required. 



Duplicate Claims 

8. Applicant is advised that should claim 3 be found allowable, claim 1 1 will be 
objected to under 37 CFR § 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute), so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s), because the examined application claim is either 
anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In 
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re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 
(Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 
163 USPQ 644 (CCPA 1969). 

1 0. A timely filed terminal disclaimer in compliance with 37 CFR § 1 .321 (c) or 
1 .321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent 
either is shown to be commonly owned with this application, or claims an invention 
made as a result of activities undertaken within the scope of a joint research agreement. 

1 1 . Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR § 3.73(b). 

12. Claims 1-4, 1 1 , 13, 15 and 16 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 , 2, 9, 1 1 , 16 
and 17 of US 6,932,956. Although the conflicting claims are not identical, they are not 
considered patentably distinct from each other, because the patented claims appear to 
encompass processes for obtaining energy values contained in a sulphur-containing 
carbonaceous fuel, as recited in the above instant claims. In particular, the steps of 
independent patented claim 1, in concert with patented claims 11,16 and 17, allow for 
processes comprising steps reading on those recited in instant independent claim 1 , 
with the "activated carbon" of the patented claims reading on the "treated fuel" of the 
instant claims (especially in light of instant p. 6, lines 10-12— i.e., applicant's "treated 
activated carbon 30"). Similarly, the steps of patented claim 9— explicitly drawn to a 
"process for recovering the heat of reaction in a process for reducing the concentration 
of SOx in a SOx-containing gas" — allow for processes comprising steps reading on 
those recited in instant claim 1 . While the patented claims are silent with respect to the 



Application Number: 10/681 ,209 Page 7 of 10 

Art Unit: 1754 

activated carbon being of a higher sulphur content than the petroleum coke, per instant 
claims 3 and 1 1 , it is submitted that this limitation must be inherently met, since all 
other process limitations appear to be the same; moreover, the patent specification 
states, "the sulphur rich petroleum coke becomes enriched in S, as well as taking on 
new physical characteristics with most advantageous active carbon properties" (see col. 
4, lines 52-51-56, emphasis added; see also col. 5, lines 42-45). Similarly, though the 
patented claims are silent with respect to a recycle step, per instant claim 4, it is 
submitted that such step is clearly within the scope of the patented claims, when read in 
light of the corresponding specification (see especially Fig. 1 , noting col. 1 1 , lines 3-4). 
Lastly, it is submitted that the petroleum coke of the patented claims — which may be 
fluid coke, per instant claim 16 (see patented claim 2)— would thus inherently meet the 
sulphur content requirements of instant claims 13 and 15 and that its combustion, per 
the "treating" of patented claim 1 and/or the "reacting" step of patented claim 9, would 
inherently result in at least some "S0 2 ... [being] generated by combustion in air of a 
portion of said fuel", as required by instant claim 2 (see also the discussion of the "FC" 
of patent Fig. 1 at col. 10, lines 54-55). Thus, instant claims 1-4, 11, 13, 15 and 16 are 
anticipated by, and/or would have been obvious over, claims 1, 2, 9, 1 1, 16 and 17 of 
US 6,932,956. 

Claim Rejections - Prior Art/Allowable Subject Matter 

1 3. Claims 1 -1 6 have not been rejected on prior art grounds, in that the prior art of 
record fails to teach to have suggested processes for obtaining energy values contained 
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in sulphur-containing carbonaceous fuel, which processes comprise, at the least, the 
specific series of steps recited in instant independent claims 1 and 5. In particular, 
the references of record provide no teaching nor suggestion of all "collecting" steps 
required by these claims — namely, such processes wherein elemental sulphur is 
collected; "treated fuel" (i.e., that fuel resulting from step (a) of instant independent claim 
1 and/or from step (d) of instant independent claim 5) is collected; and exothermic heat 
(i.e., that heat released from step (a) of instant independent claim 1 and/or from step (a) 
of instant independent claim 5) is collected. It is noted for the record that all references 
cited on the corresponding International Search Report (ISR) submitted by applicant 
have been considered, including the three GB references and US 4,147,762 described 
therein as category "X". 1 However, these three GB references fail to provide any 
teaching or suggestion of collecting "treated fuel"— again, as specifically required by 
all instant claims, as does US 4,147,762; that is, it is not seen how the ash product in 
trough 80 of GB 1,470,150 may be reasonably considered to read on applicant's 
"treated fuel" (see, for example, p. 3, lines 80-85, noting the accompanying drawing); 
how the ash layer resulting from the gas generator charge of carbonaceous material in 
GB 437,236 may be reasonably considered to read on applicant's "treated fuel" (see, for 
example, p. 2, lines 54-80); how the "chiefly refractory material with dust and ash but 
with little or no carbonaceous material" produced in the GB 525,730 methods (see p. 1, 
lines 87-100, especially lines 98-100) may be reasonably considered to read on 
applicant's "treated fuel"; nor how the "ash product [which] is continuously removed 

1 All ISR references are cited on the enclosed PTO-1449, with the ISR itself officially made of record on the enclosed 
PTO-892. 
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from... reactor vessel 138 to the trough 158" in US 4,147,762 (see col. 3, lines 33-35, 
noting Fig. 2) may be reasonably considered to read on applicant's "treated fuel". 
Furthermore, while the spent coal in US 4,477,426 (described as category "A" in the 
ISR)— i.e., that material "from the RESOX R reactor 22 [which] is passed to a storage bin 
26 and is formed from raw crushed coal which is partially oxidized and imparted a 
surface porosity by the action of the S0 2 , 0 2 and steam in the reactor" (see col. 3, lines 
14-18, noting Fig. 1)— may be considered to read on applicant's "collecting... treated 
fuel" step, as recited in instant independent claim 1, this reference provides no teaching 
nor suggestion of also "collecting... exothermic heat" (produced from reactor 22), as 
further required by instant claim 1. Accordingly: 

1 4. Claims 5-10,12 and 1 4 are considered allowable over the prior art of record. 



Conclusion 

1 5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. These references are considered cumulative to or less material 
than those discussed above. In particular, US 4,164,555 and US 4,328,201 are each 
considered to contain disclosure similar to US 4,477,426 discussed supra. US 
5,242,673 and US 6,030,592 are discussed in applicant's specification. 

16. Any inquiry concerning this communication should be directed to Ardith E. 
Hertzog at 571-272-1347. The examiner can normally be reached on Monday through 
Friday (from about 7:30 a.m. - 3:30 p.m.). 
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1 7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley S. Silverman, can be reached at 571-272-1358. The central fax 
number for all communications is now 571-273-8300. 

18. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. For any 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




AEH 

•November 14, 2005 




STEVEN BOS 
PRIMARY EXAMINER 
GROUP 1100 



